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I 

REMARKS 

! 

The Office Action of August 12^ 2005 has been reviewed and the comments thereii 
were carefully considered. Claims 1-23 are pending in the application. Claims 1-23 stand 
rejected. As explained in more detail below. Applicants submit that all claims are in 
condition for allowance and respectfully request such action. 

Appropriateness of Final Rejection. 

Citing MPEP §706.07(a), the OfKce Action dated August 12, 2005 was mace final. 
Section 706.07(a) sets forth that a second or any subsequent action may be mac e final 
'•except where the Examiner introduces a new ground of rejection that is neither iiece isitated 
by the applicant's amendment of the claims nor based on information submitter I in an 
information disclosure statement..." The Applicants submit the new grounds of rjectioii 
(i.e., the '073 patent) were not necessitated by the Applicants' amendment. For e::ample!, 
claim 1 was amended as follows: 

i 

A method of transmitting requests and content at a cache computer, whisreii a fir^ 
computer device and a second computer device are coupled to the cache computer md the 
first computer device requests content from the second computer device; the siethoih 
comprising the steps of: 

(a) receiving a cache request from the second compute device; and 

(b) receiving at the cache computer non-requested content from the second cc mputek* 
device, wherein the non-requested content is content other tiian content requested by he firsit 
computer device. 

(Claim 5; as amended in the Response to Office Action dated February 10^ 200S) As readily 
seen, the phrase ''non-requested content" wa3 already present in the same limitatioi i of th^ 
claim. The amendment was merely to provide proper antecedent basis and did not i Iter Hit 
scope or subject matter of the claim. The same amendment was made in claim 22 for 
same reason. 
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Claim 5 was amended to clarify that the "cache server" was the "cache coi iputer^* 
recited in claim 1. Indeed, the amendment was made in response to a 35 U S.C § 112 
rejection stating there was no antecedent basis for the limitation ••the" before "cache lerver''. 
The amendment was merely to provide antecedent basis and did not alter the scopi of thfe 
claim. The Applicants, therefore, traverse the finality of the Office Action as t le new 
rejections were not necessitated by the Applicants' amendment and request that the finality 
of the Office Action be withdrawn. 

I 
I 

Rejection Under 35 USC§202(e)^StameseiaL 

Claims U2y 4 and 22 are rejected xmder 3S USC §102(e) as being anticipated ^y U.!^. 
Patent No. 6,578,073 ('the *073 patraf*) to Stames, et al. The Applicants resp jctfullir 
traverse the rejection in view of ths following Remarks. 

The Office Action asserts the '073 patent teaches methods for reccivirg nonl- 
requested content at a cache computer, More specifically^ the Office Action alleges he sXsp 
of "receiving at the cache computer non-requested content fiom the second computer device, 
Miierein the non-requested content is content other than content requested by tic firdt 
computer device" is met by Col, 8, lines 42 - 56 of the *073 patent. The Office Act on sets 
forth that "pre-fetch images are actually non-requested data". (OfiTice Actioi dated 
08/12/2005; see, e.g., pgs. 3 and 4). 

The '073 patent appears to merely be directed towards systems and methods for 
accelerating data already associated with a requested HTML document. Indeed, th^ 
specification discloses '^[aL]n image observer 210 receives a data request .., [andl inde Ltif[iesl] 
images associated therewith. CoL 7, lines 16-18; emphasis added. Moreover, The c bservet 
300, C*suitable for use as the observer 210*0 includes a Hypertext Markup Linguagt 
(HTML) parser 302, wherem: 

[t]h6 observer 300 recfiivos an HTML docament from the content server 108.., [and] then parses tl- 2 HTML 
document to identify image requests whfato the HTML document- Thfi Images within the HTML ( ocumei^ 
are nonnaUy represented by files whfain the HTML document that can be Identified by image ta ^ or file 
extensions... Hence, it is these identified images that can be pre-flfitched by the image manager 31 6 befor^ 
the requestine browser makes the request for die images it ide^f;ffi|fiq in the HTML document By prel- 
fetching the images in diis manner, the invention provides a certain amount of improvement in nesponsb 
time to the requester (i,e., accelerated delivery). I 

i 
I 

I 
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CoL 8, lines 7 45 and 50 - 56; emphasis added. Therefore, the HTML data (content) nust ht 
requested before the files (such as images) within the HTML document can be "pte-fe ched^i 
In contrast, claims 1 and 22 explicitly recite the "the non-requested content is contenlt 
other than content requested". Therefore, the Applicants respectfully request reconsit eration 
and withdrawal of the rejection. 

Rejections Under 35 USC§103(a) 

Claim 3 is rejected under 35 USC §103(a) as being unpatentable over Stame i et al.. 
U.S. Patent No. 6,578,073 in view of Cieslak et al., U.S. Patent No. 6,832^52 le *252 
patent"). The Applicants travel the rejection in view of the following Remarics. 

As discussed above, the '073 patent is directed towards fetdiing data from re luestcd 
HTML documents and does not teach, disclose, or otherwise suggest tfie subject iratter df 
claim 1, from which claim 3 depends. Nor does the *252 patent disclose the step oif 
"receiving at the cache computer non-requested content from the second computer devicd, 
herein the non-requested content is content other than content requested by tie fir^ 
computer device". Rather, '252 patent can be interpreted as teaching away from r^ ceiving 
non-requested data, as it esqiressly acknowledges the bandwidth restraint hislmcall^ 
associated vnih transfening files across the web. (See, e.g., CoL 1, lines 38^1, f^ettii ig forth 
"Given the increase of traffic on the World Wide Web and the growing bandwidth d unands 
of ever more sophisticated multimedia cont^ there has been constant pressure to fii d more 
efficient ways to service data requests. . ."0- If the requested data is already over cor gesting 
the network, one skilled in the art would not transmit more data, never mind unreques ed dat& 
upon consulting the '252 patenL Therefore, one skilled in the art at the time of the present 
invention would not be motivated to transmit non-requested data to a computing device 
across a network, such as the web upon reading the '252 patent Therefore, the Ap )licants 
respectiiiliy traverse this ground for rejection and request reconsideration. 



-9- 

PA6E 1 6/21' RCVD AT 12/5/2005 5:48:28 PM [Eastern Stanito^ 



12/05/2005 16:51 FAX 13124B35001 



BANNER & WITCOFF 



[gl 017/021 

I 



Application No. 10/037,297 

Response dated December 5, 2005 

Response to Office Action dated August 12, 2005 

Claims 5-9 are rejected under 35 USC §1 03(a) as being unpatentable over Star les et 
al., U.S. Patent No, 6,578,073 in view of Einarson et al., U-S. Patent No. 6,704,78 1 he 
'781 patent")' The Applicants traverse the rejection in view of the following Remarks . 

As discussed above, the '073 patent is directed towards fetching data &om re guested 
HTML documents and does not teach> disclose, or otherwise suggest the subjedt n: alter oif 
claim 1, fifom which claims 5-9 depend. The secondary reference, the '781 patent, teaches 
caching appliances that '*can be used to reduce the amount of bandwidth consumed bj an ISP 
by serving some requests finom a local cache.*' (Col. I, lines 21-25; emphasis ^edj. 
Indeed, the caching appliances serve requests fiom the cache, not unrequested data, ab 
clahned m the present invention. To this end, a gpal of the '781 patent was to '"rec uce the 
amount of bandwidth consumed", thereby one skilled in the art would not be moti\ ited by 
the reference to utilize increase the bandwidth consumption to retrieve unrequested da ca (Col. 
1, Imes 22-23). In fact, It can be argued diat the '781 patent teaches away from liie present 
invention. For at least these reasons, the Applicants, respectfully traverse this reject on and 
request reconsideration. 

Claims 10-11 are rejected under 35 USC §103(a) as being unpatentable over Stames 
et al.. U.S. Patent No. 6.578,073 in view of Aviani et al., U.S. Patent No. 5,950,2( 5 Clihk 
'205 patent")- Applicants traverse the rejection in view of the following Remarks . 

First, as discussed above, the '073 patent is directed towards fetching da a froiA 
requested HTML documents and therefore, does not teach, disclose, or otherwise sug ;est the 
subject matter of claim 1, from which claims 10-11 dspmd. 

The Office Action asserts that column 5, lines 51-56 of the *205 patent d scloseS 
receiving the identification of non-requested content at a second computer and receiving 
memory addresses as the non-requested content. As previously indicated to tht5 Ex miiner, 
from the Applicants' understanding, the cited text relates to the directory struciure of disk 
drives in the cache memory, wherein the directory is stored in a cache server's volatilfe 
memory. (See Col. 5, lines 24-42). While the cited text discusses the pn)batility olf 

i 
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receiving a false positive match, the Applicant's do not believe the cited text, or any 
disclosme in the ^205 patent teaches the claimed aspects of the present invention, ^ven if 
there were a motivation to combine the '205 and '073 patent, the claimed aspects of the 
rejected claims are not taught* disclosed* or otherwise suggested. 

Claim 12 is rejected under 35 USC §103(a) as being unpatentable over Stame s et al.^ 
U.S. Patent No. 6,578,073 in view of Aviani et al., U.S. Patent No. 5,950,250 and in further 
view of Cieslak et al., U.S. Patent No. 6,832,252. The Applicants traverse the reje> tion in 
view of the following Remarics. 

As discussed above in regards to Examiner's igection to claims 10 and 1 1, neithelr 
the '205 patent nor die '073 patent individually or in combination with any ml ol record 
teaches, discloses, or otherwise suggests the claimed aspects of the rejected claims. 
Moreover, as discussed in great detail above, the '252 patent teaches away from receiving 
non-requested data. For at least the above reasons, the cited patents catmot be interp eted a& 
suggesting or otherwise disclosing the claimed aspects of the rejected claims Th6 
Applicants, therefore^ respectfully tmverse this rejection and request reconsideradon. 

Claims 13-20, and 23 are rejected under 35 USC § 103(a) as being unpatentat le over 
Einarson et al., U.S. Patent No. 6,704.781 in view of Chong, Jr., U.S. Patent No. 6,: 97,267 
C^e '267 patent"). The Applicants traverse the rejection in view of the following Re nailcs. 

The Office Action again rejects claims 13-20 and 23 as obvioxis over die '78 patent 
in view of the '267 patent As the Applicants have previously set forth, the '26" patei^t 
discloses a single host computer that controls a host storage controller and a storage device. 
In contrast, the '781 patent teaches caching appliances that ''can be used to red ice the 
amount of bandwidth consumed by an ISP by serving some requests from a local :ache/* 
(Col. U lines 21-25; emphasis added). Indeed, the caching appliances serve requests frodi 
the cache, not un-requested data. An explicit goal of the *781 patent was to 'red xco th^ 
amount of bandwidth consumed", thereby One skilled in the art would not be motiv ited by 
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the reference to increase the bandwidth consumption to retrieve im-requested data < Col. Ij, 
lines 22-23). In fact. It can be argued that the '781 patent teaches away from this a: pect olf 
the rejected claims. Despite this, the Office Action asserts it would have been obvio is to ait 
the time of the invention for an artisan of ordinary skill in the art to combine the pat ;nts fot 
the following reasons: 

• 'in anticipation of future read requests/' (alleged motivation for claim 13) 

• 'Improve reliability for data storage and retrieval by reducing latency n datjt 
transfers" (alleged motivation for claim 14) i 

• "efficacy wouJd be improved by the process of anticipation of future read re questsi' 
(alleged motivation for claim 23). ' 
One skilled in the art would not be motivated to achieve these ends by consu ting &k 

application which set fbttii metiiods and systems for "reduce[ing] the amount oJ'bai dwidtfi 
consumed". Moreover, the OfiBce Action is silent in regards to motivation to conr bine iJi 
relation to claims 15 - 20. Therefore, for at least these reasons, the Applicants resp sctfiilly 
traverse this rejection and request reconsideration. 

Claim 16 is rejected under 35 USC §l03(a) as being unpatentable over Eini rson ct 
al., U.S. Patent No. 6,704,781 in view of Chong, Jr., U.S- Patent No. 6,397.267 in furthet 
view ofKrishnamurthyetal., U.S. Patent No. 6,578,113 ("the '113 patent"). The Ap jlicantb 
travei^e the rejection in view of the following Remazics. 

As discussed above, neither the '781 patent nor the *267 patent individually or ill 
combination with any art of record teaches, discloses, or otherwise suggests ihe '4aime4 
aspects of the rejected claims, for example, transmitting to the cache computer devi :e nonl* 
requested content. Regarding the ' 113 patent, it is directed towards a method and aj paratua 
for cache validation for proxy caches, wherein: 

[i]Ti the context of the hitemet and the World Wide Web, a proxy cache is a machine that acts a.' an 
intennediary between potentially hundreds of clients and remote web serveis by fimneling reou <^ | 
from clients to voriOUd server?. I 

Col. 1, lines 56 - 59; emphasis added. Furthermore, the Office Action alleges a mo ivatioft 
to combine the references exists because ^'such [a] system would greatiy improve ^oS hy 
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providing fresh content as soon as it becomes avail[a]ble." Office Action dattid 812/05; 
page 12. As mentioned before, the primary reference, the *781 patent, teaches caching 
appliances that "can be used to reduce the amount of band^dth consumed by an ;SP by 
serving some requests from a local cache." (Col. 1, lines 21-25; emphasis added\ On^ 
skilled in the art wolUd understand that updating new information as it becomes available on 
the internet or other network would not lower bandwidth, but rather increase it - aga ast the 
teaching of the primary reference. Additiotially, according to the teachings of tkt *78li 
patent, it would first have to be requested. Therefore, for at least these rcasois, tfid 
Applicants respectfully traverse this rejection and request r^nsideration. 

Claim 21 is rejected under 35 USC §103(a) as being unpatentable over l^na *son ef 
al., US. Patent No. 6,704,781 in view of Cieslak et al., U.S. Patent No, 6,832^5: . Thd 
Applicants traverse the rejection in view of the following Remarks. 

! 

The Office Action ass^ that one skilled in the art would be motivated lo a mbine 
the invention of the'781 patent with the adding a header to the request as articulated by the! 
'252 patent because routing and execution of the request is better achieved Tbis mot vationj 
to combine does not address the limitations of base claim 13, such as for exmiplej 
'^transmitting to the cache computer device non-requested ooxrtent, wherein the non-rec uestedj 
is content other than content requested by the cache computer device." Indeed, the pr* >posedl 
motivation to combine only addresses routing and execution of the request Moreo /er, a^ 
discussed above, neitfier the '781 patent nor 1ke '252 patent individually or in comb nationi 
with any art of record teaches, discloses, or otherwise suggests the claimed aspects of the; 
rejected claims. Th^fore^ for at least these reasons, the Applicants respectfully travei se tfaist 
regection and request reconsideration 



I 



-13- 
PAGE 20121' RCVD AT 12IS12005 S:48:28 PM [Eastern Ste^ 



12/05/2005 16:52 FAX 13124635001 



BANNER & WITCOFF 



© 021/021 



Application No. 10/037,297 

Response dated December 5, 2005 

Response to Office Action dated August 12, 2005 



All rejections having been addressedt Applicants respectfully submit that the instant 



application is in condition for allowance, and respectfully solicit prompt notificatior of the 



same. Should the Examiner have any questions, the Examiner is invited to conlict th^ 
undersigned at the number set forth below. 



Banker & WrrcoFF, Ltd. 
1 0 South Wacker Drive 
Suite 3000 

Caucago, IL 60606-7407 
Telephone: (312) 463-5000 
Facsimile: (312) 463-5001 



CONCLUSION 



Respectfully subnoitted, 



Date: December 5, 2005 




Shawn P. Oomian 
Reg. No. 56,197 
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